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7) D Claim(s) is/are objected to. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4, 16-18 and 21 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 4 and 16 are indefinite, because it is unclear where the recited aromatic rings 
come from. Are the recited aromatic rings derived from component (A) and/or 
component B or in addition to components (A) and (B)? In view that the limitations in 
these claims are not understood, no attempt was made to make an art rejection. No 
prior art rejection has been made since it would be improper to rely on speculative 
assumptions as to the meaning of the claims in this application. A lack of a prior art 
rejection should not be construed as meaning that the claims would be patentable if 
corrected to overcome the 35 USC 112 rejection set forth above. 
Claim 17 is indefinite, because it is unclear how the recited process steps in this 
claim further limit the adhesive composition recited in claim 1. Moreover, it is also 
unclear which portion of the recited limitation is a body of this claim. 
Claim 18 is indefinite, because it is unclear whether this claim positively require 
laminating films using an adhesive recited in claim 1 . 

Claim 21 is indefinite, because it is unclear how the recited adhesive composition in 
claim 1 is used for making a laminated film. Is it use for coating a laminated film, or 



Application/Control Number: 1 0/082,21 6 Page 3 

Art Unit: 1733 

use as a primer. Would this claim also read on a film which is coated with an 
adhesive composition in claim 1. Moreover, it is also unclear which portion of the 
limitation is the body of the claim. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 5-10, 13-15, and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Helmeke et al (US 5,869,593). 

With respect to claims 1 and 6, Helmeke et al discloses a moisture curing hot- 
melting polyurethane adhesive composition, the adhesive composition comprises 
(A) a polyol component, and (B) a polyisocyanate component, wherein the polyol 
component comprises a polyether polyol and a crystalline polyester polyol having 
a melting point of 40-120 °C, wherein an amount of the crystalline polyester 
polyol is preferably about 20-40% wt of the composition (abstract; coL 2 line 66 to 
col. 3 line 17; col. 4 line 16; col. 4 lines 3-67; col. 5 lines 10-67). 
With respect to claim 5, see column 4 lines 58-65. 
With respect to claims 7-10, see column 5 lines 25-56. 
With respect to claims 13-15, see column 7 lines 5-18, lines 60-64. 
With respect to claim 21, see column 9 lines 22-42. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-3 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Helmeke et al (US 5,869,593) as applied to claim 1 above. 

With respect to claims 2-3, Helmeke et al teaches a resultant adhesive 
composition having a low viscosity, the viscosity is preferably less than 200 Poise 
or 20 Pa *s) at a temperature of 1 10 °C. Although not explicitly disclosed, in view 
of the similarity of the adhesive compositions between the recited adhesive and 
the adhesive of Helmeke, the viscosity of a resultant adhesive must overlap or 
fall within the recited adhesive composition viscosity at conditions recited in the 
claims. It should be pointed out that, the viscosity recited in these claims, 
because the components did not have sufficient time to fully react (i.e. viscosity 
measurement is made immediately after being blended together) and because 
reaction rate between components is generally lower at temperature of 70 °C 
than at a temperature of 1 10 °C. In any event, it would have been obvious in the 
art to form an adhesive composition taught by Helmeke et al, since as noted 
above, it is desired to form a low viscosity adhesive and a viscosity of less than 
200 Poise at a temperature of 1 10 °C. 
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With respect to claims 17-20, since it is conventional in the art to laminate a 
plurality of films using a hot-melting polyurethane adhesive; and since the recited 
film material is conventional in the art; and since the recited film laminating speed 
is old in the art, these claims would have been obvious in the art. 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Helmeke 
et al (US 5,869,593) as applied to claim 7 above, and further in view of Kube (US 
6,191,212). 

Since Kube, directed to a moisture curable hot-melt adhesive, teaches using 
various polyisocyanates which are similar to the one taught by Helmeke et al and 
also teaches using hexamethylene diisocyanate, the limitation in this claim would 
have been obvious in the art making an adhesive composition taught by Helmeke 
et al. 

8. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Helmeke 
et al (US 5,869,593) as applied to claim 1 above, and further in view of Werner et al (US 

5,166,302). 

Helmeke et al teaches using polyether polyol having a number average 
molecular weight of 1000-4000 g/mole (col. 4 lines 3-23) and also see column 4 
lines 58-67. 

Werner et al, drawn to making a moisture curing hot-melt adhesive, teaches the 
desirability of using a crystalline polyester polyols preferably having a molecular 
weight of 2000-5000, For this reason, the limitation recited in this claim would 
have been obvious in the art. 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (571 ) 
272-1224. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Sam Chuan C. Yao 
Primary Examiner 
Art Unit 1733 

Scy 

03-18-04 



